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DETAILED ACTION 
Notice to Applicant 

1 . This communication is in response to the Applicant's response filed 1/8/07. 
Claims 1-5,8-31 , and 34-44 are pending. 

Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR 1.1 14, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 9/25/06 
has been entered. 

Information Disclosure Statement 

3. The information disclosure statement filed 1 1/20/06 fails to comply with 37 CFR 
1 .98(a)(2), which requires a legible copy of each cited foreign patent document : each 
non-patent literature publication or that portion which caused it to be listed; and all other 
information or that portion which caused it to be listed. It has been placed in the 
application file, but the information referred to therein has not been considered. 



4. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 1-5,8-31 , and 34-44 are rejected under 35 U.S.C. 1 12, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

6. Claims 1 and 27 recites "the form" throughout the body of the claim. There is 
insufficient antecedent basis for this limitation. 

The Examiner suggests consistent use of the phrase the or said "paper form" 
throughout the body of the claim. 

Claims 1-5, and 8-26 and claims 28-31 and 34-44 inherit the deficiencies of claim 
1 and claim 27 through dependency from their respective independent claims, and are 
therefore also rejected. 

It is noted that claims 1 and 27 have been amended. However, these 
amendments do not overcome the 112, 2 nd rejections previously set forth. The steps/ 
functions performed in method and by the sensing device remain unclear to the 
Examiner. For example, in claim 1 , the preamble is detailed regarding the contents of 
the form (i.e. plurality of tags, each tag containing ...), but this detail and descriptive 
material does not clearly connect to the steps are being performed. While reading claim 
1 , it would appear that only 2 steps are performed: 1 ) receiving in a computer system 
indicating data from a sensing device regarding the identity of the form and a position of 
the sensing device relative to the form; and 2) identifying, in the computer system and 
from the indicating data, at least one parameter relating to insurance. 
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Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 1-5,8-31 , and 34-44 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Montagna et al (USPN 4,899,292) and in view of Luchs (USPN 
4,831,526). 

As per claims 1-5 and 8-26, Montagna teaches a method for using a computer 
system including a sensing device to receive and input information onto a form 
containing a plurality of tags. (col. 5, lines 22-36; Figure 2 (ref. 41); col. 8, lines 1-6). 
The tags (which may be part of a hyper page) allow information to be placed in a 
particular location on the form. Moreover, the touch screen feature of the system (col. 
8, lines 8-46), allows the sensing device to input data in the encoded sections of the 
forms relative to the location tags. 

Montagna further discloses a system and method wherein the position of the 
sensing device relative to physical media/document is recorded (xy coordinates) and 
stored within the computer system (Figure 1 1 , (col. 1 1 , lines 27-44) 

Montagna discloses further discloses capturing information related to the field of 
insurance, but does not expressly disclose the invention as it relates to printing and 
identifying information on forms related' to specific types of insurance services. 
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Luchs teaches a method wherein forms relating to insurance services are 
generated. (Figures 1, 2E-2F; col. 14, lines 46-15; col. 17, line 31-col.18, line 10) 
Luchs further discloses a method in which customer data, quote information, insurance 
policy type, deductible, and claim information may be included as parameters on the 
insurance forms. (Tables in col. 7-8). At the time of the Applicant's invention, it would 
have been obvious to one of ordinary skill in the art to modify the method of Montagna 
with the teaching of Luchs to use a computer system with sensing devices to gather 
information from forms related to various types of insurance services. One would have 
been motivated to include these features to provide an automated system which 
properly positions information on regarding various insurance services into the 
appropriate forms, thereby minimizing the need for repetitive entry of insurance data for 
each insurance application (See Luchs: col. 2, lines 6-18) and producing documents 
that are tailored to an individual client (See Luchs: col. 2, lines 21-25). 

As per claims 27-31, and 34-44, Montagna teaches a computer system including 
a sensing device to receive and input information onto a form containing a plurality of 
tags. (col. 5, lines 22-36; Figure 2 (ref. 41); col. 8, lines 1-6). The tags (which may be 
part of a hyper page) allow information to be placed in a particular location on the form. 
Moreover, the touch screen feature of the system (col. 8, lines 8-46), allows the sensing 
device to input data in the encoded sections of the forms relative to the location tags. 
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Montagna further discloses a system and method wherein the position of the 
sensing device relative to physical media/document is record (xy coordinates) and 
stored within the computer system (Figure 1 1 , (col. 1 1 , lines 27-44) 

Montagna discloses further discloses capturing information related to the field of 
insurance, but does not expressly disclose the invention as it relates to printing and 
identifying information on forms related to specific types of insurance services. 

Luchs teaches a method wherein forms relating to insurance services are 
generated. (Figures 1, 2E-2F; col. 14, lines 46-15; col. 17, line 31-col.18, line 10) 
Luchs further discloses a method in which customer data, quote information, insurance 
policy type, deductible, and claim information may be included as parameters on the 
insurance forms. (Tables in col. 7-8). At the time of the Applicant's invention, it would 
have been obvious to one of ordinary skill in the art to modify the method of Montagna 
with the teaching of Luchs to use a computer system with sensing devices to gather 
information from forms related to various types of insurance services. One would have 
been motivated to include these features to provide an automated system which 
properly positions information on regarding various insurance services into the 
appropriate forms, thereby minimizing the need for repetitive entry of insurance data for 
each insurance application (See Luchs: col. 2, lines 6-18) and producing documents 
that are tailored to an individual client (See Luchs: col. 2, lines 21-25). 
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Response to Arguments 

9. Applicant's arguments filed on 9/25/06 have been fully considered but they are 
not persuasive. 

(A) Applicant argues the applicants' invention refers only to a paper form while 
Montagna is electronic forms. 

In response to applicant's arguments, the recitation of details regarding form (e.g. 
paper form) has not been given patentable weight because the recitation occurs in the 
preamble. A preamble is generally not accorded any patentable weight where it merely 
recites the purpose of a process or the intended use of a structure, and where the body 
of the claim does not depend on the preamble for completeness but, instead, the 
process steps or structural limitations are able to stand alone. See In re Hirao, 535 
F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 
USPQ 478, 481 (CCPA 1951). 

As explained in the 1 12,2 nd paragraph rejection, it is noted that the applicant 
provides detail regarding "the form" in the preamble of claims 1 and 27. However, in 
exemplary claim 1 , the claim language fails to recite steps, which tie the structural detail 
(e.g. the form with a plurality of tags into the claimed method) 

Furthermore, the Examiner respectfully submits that interactive printed forms 
may include but are not limited to paper and electronic/touch-screen forms. The 
Applicants' specification discloses a preferred embodiment wherein information is filled 
in "electronically" using such interactive forms (page 8, lines 1 1-21). It is not clear to 
the examiner that the use of "paper forms" presents a patentable distinction over, when 
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the only functions performed in the claimed method are the scanning of a form for tags 
and capturing data relating to an insurance parameter. 

Montagna discloses a system and method wherein the position of the sensing 
device relative to physical media/document is received (xy coordinates) and stored 
within the computer system (Figure 1 1 , (col. 1 1 , lines 27-44) Montagna discloses 
further discloses capturing information related to the field of insurance. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 

Landrum et al (4,616,854) discloses an insurance form indicia system, which 

provides data on different insurance parameters. 

Sekendur (5,477,012) discloses a system for detecting the position of 

moveable sensor relative to space encoded with coordinate information. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Rachel L. Porter whose telephone number is (571) 272- 
6775. The examiner can normally be reached on M-F, 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on (571) 272-6776. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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